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- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 05 June 2006 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-42 is/are pending in the application. 

4a) Of the above claim(s) 1-19,25 and 26 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 20-24 and 27-42 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 14 April 2005 is/are: a)D accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Drawings 

1 . The drawings were received on 4/14/05 and 6/5/06. These drawings are 
acceptable. 

2. Figures 1 and 2 should be designated by a legend such as -Prior Art- because 
only that which is old is illustrated. See MPEP § 608.02(g). In particular, applicant 
explicitly discloses that these Figures illustrate what is generally known in MPEG2 
decoding. Corrected drawings in compliance with 37 CFR 1 .121(d) are required in reply 
to the Office action to avoid abandonment of the application. The replacement sheet(s) 
should be labeled "Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) so 
as not to obstruct any portion of the drawing figures. If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Specification 

3. The disclosure is objected to because of the following informalities: the metes 
and bounds of the current invention cannot be readily ascertained due to the deceptive 
layout of the Specification. 

Appropriate correction is required. 

The following guidelines illustrate the preferred layout for the specification of a 
utility application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 



Application/Control Number: 09/872,931 



Page 3 



Art Unit: 2621 

As provided in 37 CFR 1 .77(b), the specification of a utility application should 
include the following sections in order. Each of the lettered items should appear in 
upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1.52(e)(5) and MPEP 608.05. Computer 
program listings (37 CFR 1.96(c)), "Sequence Listings" (37 CFR 1.821(c)), 
and tables having more than 50 pages of text are permitted to be 
submitted on compact discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 608.05(a). 
"Microfiche Appendices" were accepted by the Office until March 1 , 2001 .) 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 
CFR 1.97 and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(I) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A 
"Sequence Listing" is required on paper if the application discloses a 
nucleotide or amino acid sequence as defined in 37 CFR 1.821(a) and if 
the required "Sequence Listing" is not submitted as an electronic 
document on compact disc). 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 21 , 24, and 32 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 



which applicant regards as the invention. 
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6. Claim 21 recites the limitation "said available amount of resources" in line 5. 
There is insufficient antecedent basis for this limitation in the claim because computing 
resources do not definitely and distinctly support all resources. 

7. Claim 24 recites the limitation "said complexity-distortion characteristic" in line 2. 
There is insufficient antecedent basis for this limitation in the claim because complexity 
do not definitely and distinctly support complexity-distortion. 

8. Claim 32 recites the limitation "inverse quantizer inverse discrete cosine 
transform" in lines 9-10 and 12. There is insufficient antecedent basis for this limitation 
in the claim. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 
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1 1 . Claims 20-24 and 27-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chau (5,596,369) in view of Panusopone et al. (6,647,061 ) in further 
view of Piccinelli et al. (6,556,718) for the same reasons as set forth in Section 1 1 of the 
last office action, dated 4/5/06. 

With respect to the newly added claims, Chau already discloses the concept that 
each mode (e.g. Fig. 4, variable quantization scale), along with its distortion levels effect 
a respective type of scaling (e.g. variable reconstruction). 

Response to Arguments 

12. Applicant's arguments filed 6/5/06 have been fully considered but they are not 
persuasive. 

13. In response to applicant's arguments on page 18 of the Remarks regarding claim 
20, the recitation "scalable" has not been given patentable weight because the recitation 
occurs in the preamble. A preamble is generally not accorded any patentable weight 
where it merely recites the purpose of a process or the intended use of a structure, and 
where the body of the claim does not depend on the preamble for completeness but, 
instead, the process steps or structural limitations are able to stand alone. See In re 
Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). 

14. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
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USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Regarding applicant's argument on pages 19-20 of the Remarks that neither 
Chau nor Panusopone et al or Piccinelli et al discloses a scalable decoding method, it 
was clearly stated in the previous office action that Chau discloses all these steps in 
Figures 8 and 9. It is true that Panusopone et al or Piccinelli et al does not disclose any 
scalability processing of the signal as that claimed by the Applicant. However, examiner 
does not rely on either Panusopone et al or Piccinelli et al to teach such capabilities 
because they are already disclosed in Chau. Panusopone et al and Piccinelli et al 
merely provide the motivation that it would have been obvious to one of ordinary skill in 
the art at the time the invention was made, having all three of the references of Chau, 
Panusopone et al, and Piccinelli et al before him/her, to modify the scalable video 
decoding system of Chau to be upgraded to operate in one of a plurality of modes by 
simply providing examples to illustrate the concepts of such well known scalable 
decoding technique that include the same efficient decoding means and competitive 
processing modes as specified in claims 20-24 and 27-42. With an upgraded decoding 
system, one of ordinary skill in the art would have had no difficulty in applying 
subsequent scalable processing such as variable length decoding, inverse quantization, 
and inverse discrete cosine transformation to the images from the memory means 34 by 
the controller 46, as illustrated in Figure 5 of Chau, since scalable processing is a 
necessary and well known technique for any decoding system. 



Application/Control Number: 09/872,931 Page 7 

Art Unit: 2621 

Applicant further asserts on pages 21-22 of the Remarks that all three of the 
references fail to disclose "scalability" and "modes". However, it is submitted that the 
word "scalability" is merely defined as the ability for a decoder to decode a useful 
output. Similarly, the word "mode" merely refers to a method of decoding. In these 
references, one of ordinary skill in the art would have had no difficulty in recognizing 
that the MPEG decoders of Chau, Panusopone et al, and Piccinelli et al all decode 
useful output in various ways or methods. For example, to decode in a particular mode, 
Figure 4 of Chau illustrates the factors affecting the decoding process. To correctly 
decode the output, the Macroblock Type, Quantizer Scale, and Coded Block Pattern 
must be selected in order to comply with the "mode" of that particular output. Therefore, 
one of ordinary skill in the art would recognizing that the references teach the well 
known concept of scalable decoding modes even though the exact wording of "scalable" 
and "mode" may not be explicitly spelled out in the text. 

Conclusion 

1 5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Y. Lee whose telephone number is (571) 272-7334. 
The examiner can normally be reached on (571 ) 272-7334. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on (571) 272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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